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OCT 1 3 2004 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Group Art Unit 1772 
Attorney Docket No. 13743 



In re: 

Patent Application of: 
Meier et al. 

Serial No.: 10/619,956 

Filed: July 15, 2003 

Examiner: Nordmeyer, Patricia L 



I, Paul F. Donovan, hereby certify that this 
correspondence is being transmitted to the U.S. 
Patent Office at (703) 872-9306, onjhe date of ray 



Da£ of Signature 



"TWO-MATERIAL OVER-MOLDED 
FITMENT" 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir; 

Transmitted herewith is a Response to a Restriction Requirement in the above- 
identified application. No extension of time in which to file a response is believed 
necessary. However, if an extension of time is required, please consider this a petition 
therefore and charge any additional fees which may be required as set forth below, No 
additional claim fee is due. However, please debit any deficiency to Deposit Account 
No. 09-0025 as may be required in connection with the submission of this Amendment. 
IN NO EVENT CAN THE ISSUE FEE BE CHARGED TO THE DEPOSIT ACCOUNT, 

Illinois Tool Works Inc. 
3600 West Lake Avenue 
Glenview, Illinois 60025 
Telephone (847) 657-4075 
FAX (847) 724-4160 

IMPORTANT 

This mttoagc is intended only for the use of the individual or entity to which it is .addresses, and may contain information that is 
rttomcy wuik product, privileged, confidential and exempt from disclosure under applicable Jaw. If the reader of this message is not 
the intended recipient, or the employee or agent responsible for delivering the message to the intended recipient, you are hereby 
notified that any dissemination, distribution or crying of this communication is .strictly prohibited. If you have received this 
communication in error, please notify us immediately by telephone, and return the original message to us at the above address via the 
United States postal service. Thank you. 



lofl 




iy 



tted, 



> aul F. Donovan 
Reg. No- 39,962 
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OCT 1 3 2004 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Group Art Unit 1772 
Attorney Docket No. 13743 

In re: 

Patent Application of: 
Meier et al. 

Serial No.: 10/619,956 

Filed: July 15, 2003 

Examiner: Nordmeyer, Patricia L 

"TWO-MATERIAL OVER-MOLDED 
FITMENT" 

RESPONSE TO RESTRICTION REQUIREMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This communication responds to the Office Action mailed September 14, 2004. 

The Examiner has identified in The application two groups of claims and has 
required restriction to one of these groups. The groups are Group I (claims 1-9 and 18- 
27) drawn to an over-molded fitment and a package, and Group II (claims 10-17) drawn 
to a method for forming an over-molded fitment. Applicants' attorney elects to prosecute 
the claims of Gioup I with traverse, as further set forth below, and respectfully requests 
reconsideration of the restriction requirement. 



L, Paul F. Donovan, hereby certify that this 
correspondence is being transmitted to the U.S. 
Patent Office ati703) S72-93QOp the date of my 
signature. ^// /} ^ t y 

Signature 




Signflru 
£>Btc of Signature 
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Applicants 7 attorney respectfully traverses the restriction requirement for at least 
the following reasons. The method for forming an over-molded fitment of Group II and 
the over-molded fitment and package produced thereby of Group I are so inextricably 
related to one another that they should be examined in a single application. Applicants 
submit that the subject matter of Group I is sufficiently related to the subject matter of 
Group n as to be easily prosecutable therewith. Under 35 U.S.C. § 121. the U.S. Patent 
and Trademark Office has the authority to require an applicant to restrict an application 
which claims tc two or more independent and distinct inventions* to one of the inventions. 
However, the inventions claimed in Groups I and II of the present application are 
sufficiently related to one another to warrant concurrent prosecution in the same 
application. 

Claims 10-17 define an over-molded fitment prepared by a method, and delineates 
a series of steps in the method. Claims 1-9 and 18-27 define an over-molded fitment 
device, A review of the claims of Group I illustrates that the structural limitations recited 
therein are also expressly included as elements of various process claims of Group EL 

Applicants respectfully submit that co-prosecution of all the claims in the present 
application is required in the interests of administrative efficiency. A complete and 
thorough search of the prior art for either the over-molded fitment device or the method 
for producing such a device would require a search of the subject matter of the other. 
The search for Group I would also be required for Group II because the same structural 
limitations claimed in Group I are included as elements of certain method claims of 
Group II Thus, it is respectfully submitted that there will not be a serious burden placed 
on the Examiner if restriction is not required, because a search considering the structural 
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limitations found in each of the claims will require a review of the all of the 
classifications identified by the Examiner. 

Practicality and efficiency and a lack of serious burden on the Examiner dictate 
that the claims should be retained in a single application and the restriction requirement 
should be withdrawn. The restriction requirement, if sustained, will prejudice the 
applicants because of the increased cost to applicants arising from further substantial 
filing fees and prosecution costs. 

Furthermore, given the close relationship between the claims of Group T and II, 
prosecution in the same application would be administratively efficient for Ihe U.S. 
Patent and Trademark Office. Specifically, by prosecuting the Groups of Inventions 
together, searches could be consolidated, and one Examiner could readily examine the 
subject matter of all the claims of this application at once. 

In view of the foregoing, withdrawal of the restriction requirement is respectfijUy 
requested 



ILLINOIS TOOL WORKS 
3600 West Lake Avenue 
Glenview, IL 60025 
(847) 657-4075 
Fax (847) 724-4160 
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